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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re patent of: Rajinder Singh et al. 
Patent No.: 7,517,886 
Issued: April 14, 2009 
Application No, : 10/631 ,029 
Filed: July 29, 2003 
For: METHODS OF TREATING OR 

PREVENTING AUTOIMMUNE 

DISEASES WITH 2,4- 

PYRIMIDINEAMINE COMPOUNDS 
Attorney Reference No.: 7946-79649-01 

FILED BY ELECTRONIC FILING SYSTEM 
UNITED STATES PATENT AND TRADEMARK OFFICE 

REQUEST FOR RECONSIDERATION OF DECISION ON PETITION 

Rigel Pharmaceuticals, Inc. (Rigel) requests reconsideration of the Decision on Petition 
(Decision), dated September 24, 2010, concerning all patent and patent applications enumerated 
in the Petition, filed on April 29, 2010, requesting expungement of information contained in a 
Confirmation of Exclusive Patent License (Confirmation). The Confirmation was recorded on 
August 15, 2005, at Reel 016888, Frames 01 12-01 15. Copies of the Petition and the Decision 
are attached. 

No fee should be required to file this Request for Reconsideration. 

I. No Ownership Right was Conveyed that Requires 
Maintaining Assignment Record Integrity 

The Decision states that Rigel did not sufficiently explain how removing a document in 
its entirety would not affect the "assignment" records. An exclusive license is not an 
assigrmient; therefore, expunging a license agreement document cannot affect the integrity of the 
assignment record. According to the Manual of Patent Examining Procedure (MPEP), ". . .a 
license is not an assignment of the patent. Even if the license is an exclusive right, it is not an 
assignment of patent rights in the patent or application." MPEP § 301 . Because a license 
agreement is not an assignment, expunging the Confirmation would not affect the integrity of the 
U.S. Patent and Trademark Office's (USPTO) "assignment records." 
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II. Rigel is Requesting a Remedy that does Maintain the 
Integrity of the USPTO Records 

The policy reason behind the Decision is that the USPTO wants to "maintain the integrity 
of the assignment records." Rigel, the patent owner, seeks the same result. The informdtion 
provided by the assignment records should allow third parties to track title to pending 
applications and issued patents. The license agreement between Rigel and Pfizer Inc. was not a 
license of the entire patent rights, did not convey an ownership interest in the pending 
applications and/or issued patents, and hence the USPTO records are currently incorrect. Since 
no agreement between Rigel and Pfizer assigns patent rights or otherwise affects title, the 
Confirmation should be expunged in order to correct, i.e. establish integrity of, the USPTO 
assignment database. By expunging the Confirmation, the USPTO would eliminate confusion as 
to the history of the claimed interests in the patent. 

The question posed then is what does the term "integrity" mean in this context? Does it 
mean simply maintaining a record of every document recorded, regardless of the correctness of 
such document? This interpretation undermines the central policy of allowing third parties to 
determine property rights in pending applications and issued patents. 

Alternatively, and more appropriately, the term "integrity" should mean maintaining 
correct records that allow third parties to determine title to pending applications and issued 
patents. This is a result desired by Rigel. The license agreement was correct, but the statement 
in the Notice of Recordation accompanying the Confirmation was incorrect. A corrective 
document therefore is not required, as the underlying license was correct. 

A party reviewing the current USPTO records is being misled as to the property rights 
associated with the listed applications and patents. Accordingly, the integrity of the assignment 
records is compromised. 

III. Rigel does not Seek an Extraordinary Remedy 

The Decision also states that the petition sought an extraordinary remedy, and the 
USPTO will not resort to such remedy if the rules of practice and the procedures already provide 
an avenue for the requested relief The relief sought by Rigel would not properly be addressed 
by the procedures set forth in MPEP § 323.01, and hence the rules of practice and procedure do 
not provide an adequate relief MPEP § 323.01concems procedures for correcting "an error in a 
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recorded assignment document (or other document affecting "title")." MPEP § 323.01(b). 
However, an exclusive license is not an assignment, does not affect "title," and there was no 
error in the license agreement. This correction procedure, therefore, is not an appropriate 
remedy for correcting the information set forth in the Confirmation. 

Rigel does not seek an extraordinary remedy, but rather seeks the same result required by 
the USPTO, i.e. integrity of the assignment records. 



Respectfully submitted, 



KLARQUIST SPARKMAN, LLP 



One World Trade Center, Suite 1600 
121 S.W. Salmon Street 
Portland, Oregon 97204 
Telephone: (503) 595-5300 
Facsimile: (503) 595-5301 
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IN TEiE UNITED STATES PATENT AND TRADEMARK OFFICE 



CERTIPICATB OF FACSIMILE 

I hereby ci^ti^ Oiat this paper and the documents 
referred to as being attached or enclosed hetetKrith 
are being facsiioile transmitted to &x number 
371-273-8300 on the date shown below. 



Attorney or Agent 

fcr ApplicantCs); /GllHan qydner/ 



In re application of: Rajinder Singh 
Application No. 10/911,684 
Filed; August 3, 2004 
Confirmation No. 9581 
For: 5-FLUORO-4N-PHENYL-4- 

PYRIMBDINEAMINE COMPOUNDS 
Examiner: Sikarl A. Withetspoon 
Art Unit: 1621 

Attorney ReferenceNo. 7946-79649^1 v^^T.«^^ _jm29^ 

MAIL STOP PETTTION 
COMMISSIONER FOR PATENTS 
P.O. BOX 1450 

ALEXANDRIA, VA 223 1 3-H50 

COMMUNICATION REGARDING PETITION UNDER 37 C.F.R. § 1.59(b) TO 
EXPUNGE ASSIGNMENT RECORDS (M.P.E.P. § 323.01(d), S"* Ed.) 

We r^ncsent Rigel Phannaccuticals, Inc. with respect to a Petition Under 37 C.F.R. 
§ l.S9(b) to Expunge Assigomeot Records (Petition) tdat was signed by Gtegg C. Benson, 
Assistant General Counsel of Pfizer Inc. The Petition was filed via &csumle on DecembCT 4, 
2009, by Pfizer Inc. The Petition was filed on the advice of Ms. Kenya McLaiighHn, with 
whom Ae undeirsigned spoke on November 1 0, 2009, regarding this n 



Hie undersigned further spoke with Ms. Patricia Ball on March 25, 2010, who 
indicated that there was no record of the Petition and confirmed that it was not present in the 
image file wrappers of the applications listed in the Petitioa Attached are copies of the 
Petition as signed by Mr. Benson and the '&csfanile transmission record indicating that the 
Petition was successfiilly transmitted. 

The attached Petition requests expungement of assignment records with respect to the 
referenced application as listed on fihie Petition. Deduction of the required fees was authorized 
from Deposit Account No. 1 6-1445 in the Petition as signed by Mr. Benson. The required 
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fees should therefore be deducted from Deposit Account No- 16-1445, as authorized by Mr. 
Benson. But, Klarquist Sparkman, LLP also hereby authorizes deduction of any required fees 
from Deposit Account No. 02-4550. 

Please telephone iJie undersigned if any additional information is required to grant this 
Petition and ejqnmge the assignmrait records as requested. 



Respectfully submitted. 



KLARQUIST SPARKMAN, LLP 



One World Trade Center, Suite 1600 
121 S.W.Salmon Street 
Portland, Oregon 97204 
Telephone: (503)595-5300 
Facsimile: (503)595-5301 



By. 



/Gillian Gardner/ 
Gillian Gardner 
Registration No. 62,755 



CK Docketing 
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MAIL STOP PEHnON 
COMMISSIONER FOR PATENTS. 

P.O. BOX 1450 j^^^^ 
ALEXANDRIA, VA 22313-1450 S^™. ^ 




PETITION UNDER 37 C.F,R § l.S9(b) TO EXPUNGE ASSIGNMENT RECORDS 
(M.P.E J. § 323.01(d), %^ Ed,) 

1 . Rigel Phaimaoeuticals, Inc. CRigel'O is the Assignee of tibe xqipUcations listed below. 

2. Gregg Bmson is ailtharized to act on behalf of pjSzer lotc. ("Pfizer"). 

3. P&zer liereby petitions laider 37 C.FJL § 1.59Cb) to expunge the assignmeiit records 
conceniing the Confinnation of Exclusive Patent license ("Confiraialjon") that was 
reccrded on August 15, 2005, at Reel 016888, Frames 01 12-01 15, against the following 
applications: 

a) 10/355,543 • 

b) 10/858,343 

c) 10/?911,6S4^ 

d) PCT/US03/03022 
6) 10/631.029 

PCT/US2003/024087 

g) PCT/US04Q4716 

h) 1Q/903;S63 

i) 60/590.789 

4. . The Confumatbn concerned a Collaborative Reseaivh and License Agrees 

("Agreement"), dated Jauaary 18, 2005, between Rigel and its licensee, Pfizer. The 
Confinnation unintentionally contained eironeous infonnation, wa$ unintentionally 
recorded iii axor against the listed patent applicaticms, and both BJgel and pjQzer agree 
HdsX the Confinnation was recorded unnecessarily and should be eaqpunged. 

5. The nonnal corrective procedures ouQined in MFHP § 323.01(a) fbrou^ § 323.0l(o) 
would not provide Rigel and Pfizer adequate rdief because 1) the eirors in the recorded 
Confirmation aie not xnere fypogi^ihical eotots, and 2) the ConficmatioD was recorded in 
error against the listed patent applicatians. 

6. Rigel and Pfizer assert the integrity of (he assignmoit records would not be affected by 
granting tiiis Petition because recording tibte Confinnation was unnecessaiy. Moreover, 
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failuie to grant fhis Petition would result k maintaining eirolxBoas pippetly zigbts recm^ 
for Qie Hsted patent applications. 

% Ptease address all future coirespondmce concenung this Petition to Customer Number 
74839: Travis Young, PhD. at Rigd Phannaceuticals, tan., 1 180 Vetttaas Blvd., South 
San Francisco, CA, 94080, telephone number (650) 624-1434. 

% Fee 

The fee required by 37 C.FJR. § 1.17(g) is submitted herewith by deposit anthoiity: 

IS Charge Deposit Account No. 16-1445 the som of S200.00. 

ISI The Direetot is hereby aUfbdrized to chaige any additional fbe(s) required 
to fil» ttiis Petition, or credit over-paymenti io Deposit Account No. 
16-1445. 



RespectfiiUy sutoiitted, 
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United States Patent and Trademark Office 



Commissioner for Patents 
United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 



www.uspto.gov 



MAILED 



McDonnell Boehnen Hulbert & Berghoif LLP 
300 South Wacker Drive 
Chicago IL 60606 



OFRCE OF PETITIONS 



SEP 2 3 2010 



In re Patent No. 7517,886 
Issue Date: April 14, 2009 
Application No. 10/631,029 



DECISION ON PETITION 



Filed: July 29, 2003 
Inventor: Rajinder Singh et al 



This is a decision on the petition for expungement of information, filed April 29, 2010, which is 
being treated as petitions under 37 CFR 1.182 to invalidate an assignment previously recorded 
against the above-identified application. 

The petition is dismissed . This is not a final agency action. 

Petitioner indicates an assignment recorded on August 15, 2005 was erroneously filed for the 
above identified application and requests this assignment record be expunged from the file. 

As discussed in section 323.01(d) of the Manual of Patent Examining Procedure (MPEP), 
petitions to correct, modify or "expunge" assignment records are granted only if the petitioner 
can prove that: 

(A) the normal corrective procedures outlined in MPEP § 323.01(a) through §323.01(c) 
will not provide the petitioner with adequate relief; and 

(B) the integrity of the assignment records will not be affected by granting the petition. 

In regard to B, petitioner has not sufficiently explained how the removal of a document in its 
entirety will not affect the assignment records. The removal of a document in its entirety will 
affect the assignment records. The integrity of the records is recognized as separate fi-om the 
chain of title, and the USPTO endeavors to maintain a complete history of claimed interests in a 
given property to permit, among other things, the review of matters like chain of title by a 
competent authority. 

Moreover, petitioner seeks an extraordinary remedy, properly addressed under 37 CFR 1.182. 
The USPTO will not normally resort to an extraordinary remedy under 37 CFR 1 , 1 82 if the rules 
of practice and the procedures before the USPTO already provide an avenue for the requested 
relief See Cantello v. Rasmussen. 220 USPQ 664, (Comm'r Pats. 1982). 
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As set forth in MPEP 323, an error in a recorded assignment is not corrected by invalidating the 
previous document, but by simply submitting a "corrective document". The "corrective 
document" must include 1) a copy of the original assignment document with the corrections 
made therein. The corrections must be initialed and dated by the party conveying the interest; 
and 2) a new Recordation Form Cover Sheet (form PTO-1 595). The new recordation form 
cover sheet must identify the submission as a "corrective document" submission and indicate the 
reel and frame number where the incorrectly recorded assignment document appears. The person 
signing the new recordation form cover sheet must state that the information provided on the new 
cover sheet is true and correct and that any copy submitted is a true copy of the original 
document. The original cover sheet should be submitted with the corrective document. The 
corrective document will be recorded and given a new reel and frame number and recording date. 
The recording fee set forth in 37 CFR 1 .21(h) is required for each patent application and patent 
against which the corrective document is being recorded. See MPEP § 302.06. Corrections may 
be made on the original assignment document, for example, by lining out an incorrect patent or 
application number in a merger or change of name (see MPEP §314). As a request for the 
Office to invalidate an assignment is both extraordinary and contrary to USPTO policy, this 
petition must be dismissed. 

As background, the USPTO simply acts in a ministerial capacity in recording documents that 
have been submitted for recordation. See 35 USC 261 and 37 CFR 3.1 1. However, the 
recording of a document pursuant to 37 CFR 3,11 is not a determination by the USPTO of the 
validity of the document per se or the effect that dociiment has on the title to a patent or 
application. See 37 CFR 3.54. Moreover, it is USPTO policy to maintain a complete history of 
claimed interests in a given property, and, as such, a recorded assignment document will be 
retained, even if it is subsequently found to be invalid. In re Ranev. 24 USPQ2d 1713 (Comm'r 
Pat. 1992). 

hi addition, only $200.00 was paid due to the erroneous assumption that the petition was properly 
filed under 37 CFR 1,59, A petition under 37 CFR 1.59 applies to application files, not 
assignment records. Thus, a petition to expunge assignment documents is properly addressed 
under 37 CFR 1 . 1 82 and a fee of $400.00 is required. An additional $200.00 has been charged to 
petitioner's deposit account. 



Telephone inquiries concerning this communication should be directed to Carl Friedman at 
(571)272-6842. 



Petitions ]^j^mniner 
Office of Petitions 

Cc: Gillian Gardner 

One World Trade Center, Suite 1600 
121 S.W. Salmon Street 
Portland Oregan 97204 




